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Introduction 

The Law Society of Scotland is the professional body for over 11,000 Scottish solicitors. 

With our overarching objective of leading legal excellence, we strive to excel and to be a 

world-class professional body, understanding and serving the needs of our members and 

the public.  We set and uphold standards to ensure the provision of excellent legal services 

and ensure the public can have confidence in Scotland’s solicitor profession. 

We have a statutory duty to work in the public interest1, a duty which we are strongly 

committed to achieving through our work to promote a strong, varied and effective solicitor 

profession working in the interests of the public and protecting and promoting the rule of 

law. We seek to influence the creation of a fairer and more just society through our active 

engagement with the Scottish and United Kingdom governments, parliaments, wider 

stakeholders and our membership.   

This briefing has been prepared on behalf of the Law Society by members of our 

Intellectual Property Law Sub-Committee. It is intended to provide Scottish Peers with our 

comments on the Bill, prior to its Second Reading on 15 June 2016. 

Background 

In 2012, the Department for Business, Innovation and Skills (BIS) and the Intellectual 

Property Office (IPO) asked the Law Commission to review statutory provisions providing a 

right of redress against unjustified threats to sue for infringement of a patent, trade mark or 

design right. The Law Commission published a Consultation Paper in April 20132 and 

Report in April 2014.3 The Report made 18 recommendations for reform, 15 of which were 

accepted by the Government in February 2015; the remaining three were accepted in 

                                                 
1
 Solicitors (Scotland) Act section 1 

2
 Patents, Trade Marks and Design Rights: Groundless Threats (2013) Law Commission Consultation Paper No 212 

3
 Patents, Trade Marks and Design Rights: Groundless Threats (2014) Law Commission Report No 346 
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http://www.lawcom.gov.uk/wp-content/uploads/2015/03/cp212_patents_groundless_threats.pdf
http://www.lawcom.gov.uk/wp-content/uploads/2015/03/lc346_patents_groundless_threats.pdf
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principle.4 The Government asked the Law Commission to draft a Bill, which was published 

alongside a final Report in October 2015.5 That Report made two new recommendations to 

apply the law of unjustified threats to the new Unitary Patent.6 

The Bill was introduced into the House of Lords on 19 May 2016, and will follow the special 

Parliamentary procedure for bills which implement Law Commission recommendations.  

Summary of the Bill 

The Bill is made up of nine clauses of which the first six set out the substance of the threats 

provisions for each of the national, Community or European rights concerned. The final 

three clauses of the Bill deal with technical matters such as territorial extent and 

commencement.  

Each of the substantive clauses follows the same structure and is the same in almost all 

material respects. 

 Clause 1 concerns UK and European patents. It substitutes sections 70 to 70F for 

section 70, Patents Act 1977. The clause will also (at a later date) amend section 

70F and Schedule A3 (once Schedule A3 has been inserted into the 1977 Act by the 

Patents (European patent with Unitary Effect and Unified Patent Court) Order 2016.7 

 Clause 2 concerns UK trade marks. It substitutes sections 21 to 21F for section 21, 

Trade Marks Act 1994. 

 Clause 3 concerns European Union trade marks. It amends Regulation 6, 

Community Trade Mark Regulations 2006.  

 Clause 4 concerns UK registered designs. It substitutes sections 26 to 26F for 

section 26, Registered Designs Act 1949. 

 Clause 5 concerns UK design right. It substitutes sections 253 to 253E for section 

253, Copyright, Designs and Patents Act 1988. 

                                                 
4
 Government Response to Law Commission Report No 346 

5
 Patents, Trade Marks and Designs: Unjustified Threats (2015) Law Commission Report 260 

6
 Unlike for trade marks and designs, for which an EU-wide right already exists, there is currently no single European 

patent. However, when the Unified Patent Court Agreement, to which the UK is a signatory, comes into force, there will 
be a new right, the Unitary Patent, which will be a single right valid across the EU member states which have signed the 
Agreement. There will also be a new Unified Patent Court.   
7
 Schedule 3A will apply certain provisions of the Patents Act 1977 to the European Patent with unitary effect. The 

schedule will be inserted into the 1977 Act when the Patents (European Patent with Unitary Effect and Unified Patent 
Court) Order 2016 (SI 2016/388) comes into force. SI 2016/388 will come into force when the Unified Patent Court 
Agreement comes into effect. 

https://www.gov.uk/government/uploads/system/uploads/attachment_data/file/406525/Govt_Response_to_Law_Commission_Report_on_IP_threats_final_response_doc_2015_02_13.pdf
http://www.lawcom.gov.uk/wp-content/uploads/2015/04/lc360_patents_unjustified_threats.pdf
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 Clause 6 concerns Community designs. It substitutes Regulations 2 to 2F for 

Regulation 2, Community Design Regulations 2005. 

The Society’s position 

We welcome and are supportive of the Bill. We previously engaged with the Scottish Law 

Commission and considered the Law Commission’s Reports in 2014 and 2015, and its draft 

Bill. We agree that reform of the law in this area is required, so that outmoded legislation 

can be modernised to reflect current needs and issues. 

We have looked at the provisions of the Bill and, having considered certain procedural and 

legal differences between the law north and south of the border, we have not identified any 

specific areas which would render the proposals “contentious” from a Scottish perspective.  

We consider that the new section 70(1)(b) of the Patents Act 1977, as inserted by clause 1 

of the Bill, extends the scope of intended proceedings from a court in the UK to include 

courts elsewhere, such than an unjustified threats action may be raised in the UK courts in 

respect of a Unitary Patent. 

Whilst an action for unjustified threats of a Unitary Patent may be brought in the UK courts, 

it will not be possible for the patentee to counterclaim in those courts for infringement 

because issues of infringement and validity of a Unitary Patent are within the exclusive 

competence of the Unitary Patents Court (Article 32 of the Unified Patent Court 

Agreement). Likewise, the defence of justification by a patentee to a threats action 

necessitates a consideration of infringement and possibly also of validity, actions upon 

which the UK courts will not have the capacity to decide in respect of Unitary Patents. 
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